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WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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5) 0 Claim(s) Is/are allowed. 

6) 13 Claim(s) 12-21 and 23 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 
Response to Amendment 

1. This office action is in response to amendment /reconsideration filed on 
11/17/2007, the amendment / reconsideration has been considered. Claims 11 and 22 
have been canceled, claims 12 and claims 12, 15-21 and 23 have been amended and 
therefore claims 12-21 and 23 are pending for examination, the rejection cited as stated 
below. 

Response to Arguments 

2. Applicant's arguments filed on 1 1/17/2007 have been fully considered but they 
are not deemed to be persuasive. In the remarks, applicant argued in substance that 

(a) Applicant argues that, combination of prior arts "Pasonen" and "Grob" is 
improper. 

(b) Applicant argues that, Pasonen and Grob combined references fail to 
teach "a bifurcated interface having a host portion and traveler portion where the 
traveler portion is programmed to receive input of an email address". 

(c) Applicant argues that, combined references, "fails to teach of suggest 
provision of an email address on the sender-side". 

(d) Applicant further argues that, Grob PDA is a "facsimile host and therefore 
it is not a traveler portion". 

(e) Applicant further argues that, in reference to claims 13-1 5 and 17-21 
Grob-Pasonen combination fails to teach of suggest communication of an 
address from the traveler portion. 
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(f) Applicant further argues that, Pasonen-Grob combination fails to teach or 
suggest, "transmitting an image... to an email address entered at a personal data 
assistant". 

(g) Applicant further argues that, Pasonen and Grob fails to teach, "delivering 
... an email message... containing custom text entered at the PDA". 

As to point (a), Examiner respectfully disagree, because Pasonen teaches a FDS 
(facsimile delivery system) which translates the fax into electronic mail via local area 
network, whereas Grob teaches a radiotelephone e.g. PDA with fax capability and 
therefore, combining these two art is proper to send and receive fax/email or 
combination of both. 

As to point (b) Examiner respectfully disagree and cites Col.3, lines 33-38 from 
Grob reference where disclosed is a keypad for inputting data which can be name, 
email or phone number and radiotelephone itself is a traveler portion and connected 
workstation or PC is a host portion and therefore, system together has a bifurcated 
interface. 

As to point (c) Examiner respectfully disagree and points to Pasonen reference 
where recipient receives the fax by means of electronic mail and therefor it will be 
obvious to place the same system at sender-side. 

As to point (d) Examiner respectfully disagree and suggest that it will be obvious 
to one ordinary skilled in the art to understand that there is a need for device to receive 
the facsimile in addition to just sending and acting as host, so if there is a sending 
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mechanism installed on the device, there is a need to make the device capable of 
receiving the facsimile as well which applicant refers to as traveler portion. 

As to point (e) Examiner respectfully disagree and cites Grob, Col.3, lines 33-39, 
where key pad is given to Input data and therefore, it is obvious to enter email or phone 
number which ever is appropriate at given situation. 

As to point (f) Examiner extracts from the above discussion that inputting email 
address instead of telephone number merely is a option and user choice, further it is 
obvious from above discussion that length of diversification can be unlimited with the 
combination of cited references of Pasonen and Grob. 

As to point (g) Examiner respectfully disagree and cites Grob, Col.4, lines 18-21, 
where PDA having a facsimile software, which of course gives way to enter any custom 
text before transmitting fax via email with help of using Pasonen's facsimile/email 
system. 

Any remark, which is not in claimed language, is not being considered by 
Examiner. 

Claim Rejections ■ 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 12-21 and 23, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pasonen et a! (EP 0615377 A2), hereinafter "Pasonen" in view of Grob et al. 
(Patent Number: 6.101,397), hereinafter "Grob". 

5. As to claim 1 1 , Pasonen discloses the invention substantially, including, facsimile 
communication system (Pasonen, Abstract, line 14), comprising a fax-to-email network 
including at least a sender-side at which an image on paper is received by said network 
and a receiver side from which an email message is accessible to an email user 
(Pasonen, Fig. 1, Abstract, Lines 14-28, where fax machine is integrated with local area 
network, fax machine inherently receives images and text on hard paper, further LANS 
extracts the facsimile message and fonwards the message to intended recipient 
corresponding to the phone number), and a bifurcated interface at the sender-side 
(Pasonen, Fig. 1, Abstract, rationale can be to meet the compatibility issues sender 
would have the same system in place or with In the same corporation system can be 
used as sender and receiver system respectively) and said sender-side including a fax 
function selectively generating a facsimile from an image on paper, and said bifurcated 
interface including a host portion, the host portion being connected to the fax function 
(Pasonen, Fig.1, Col.3, lines 10-30). Pasonen, however, is silent on a system for 
interaction with a fax machine and sending a fax to email communications including a 
traveler portion selectively communicating with said host portion, the traveler portion 
being portable. 
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Grob, however, discloses, a system for interaction with a fax macliine and 
sending a fax to email communications including a traveler portion selectively 
communicating with said host portion, the traveler portion being portable (Grob, Col.2, 
lines 1-2 and Col.4, lines 15-21), and said traveler portion being programmed to receive 
input of an email address (Grob, Col.3, lines 33-38, where keypad is disclosed to input 
data) 

Therefore, it would have been obvious to one ordinary skilled in the art at the 
time the invention was made to combine the teachings of Pasonen as applied to claim 
1 1 above with the teachings of Grob in order to provide a system for allowing users to 
input addresses without having to look up and manually enter onto a keypad, thus 
decreasing mistakes. 

6. As to claim 13, Pasonen and Grob disclose the invention substantially as in 
parent claim 12, including, and said traveler portion being a specially programmed 
personal data assistant (Grob, Col.2, lines 1-2 and Col.4, lines 15-21, where system for 
interaction with a fax machine and sending fax to email communication including a 
traveler portion that is a specially programmed personal digital assistant). 

7. As to claim 14, Pasonen and Grob disclose the invention substantially as in 
parent claim 13, including, said personal data assistant being programmed as a data 
entry tool having command communicating ability (Grob, Col.4, lines 15-21, where 
personal digital assistant is disclosed having a facsimile adapter and facsimile software 
loaded in it which, means it has the faxing ability and therefor, has the communicating 
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ability) and a first communication protocol (Grob, Col.4, lines 15-21, since device has 
the fax adapter which, is a communicating interface, therefore, it can be concluded that 
the PDA uses a protocol to communicate) , and said host portion being programmed 
with a communication protocol compatible with said first communication protocol (Grob, 
Col.4, lines 15-21, where in the entirety of invention it is obvious that compatibility 
issues has been considered and resolved in the invention to make the invention 
operational). 

8. As to claim 15, Pasonen and Grob disclose the invention substantially as in 
parent claim 13, including, a fax-to-email communication system with input means for 
sending the address together with commands instructing the host portion to enter a 
selected fax delivery mode (Pasonen, Fig.1, Col.3, lines 11-30). Pasonen however, is 
silent on, the traveler portion being programmed to communicate to the host portion, via 
infrared linking the address. 

Grob, however, discloses, the traveler portion being programmed to 
communicate to the host portion, via infrared linking the address (Grob, Col.2, lines 1-2 
and Col.4, lines 15-21, where PDA obviously has the infrared linking capability and sync 
characteristic of PDA is well know in the art along with address book/contact and so 
mapping between phone number corresponding to email would have been obvious and 
desirable to automate the function of instant invention). 

9. As to claim 16, Pasonen and Grob disclose the invention substantially, including, 
comprising the steps of the transmitting an Image, which begins as a hardcopy, from a 
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fax enabled device to an email address (Grob, Col.4, lines 15-21, where fax machine 
transforms the document into digital format for transmission via wireless modem), 
entered at personal data assistant interfaced with fax machine (Grob, Col.4, lines 19-21, 
where PDA is interfaced with facsimile machine having a facsimile software). 

10. As to claim 17, Pasonen and Grob disclose the invention substantially as in 
parent claim 16, including, receiving at a personal data assistant a destination address 
(Grob, Fig.1, Col.2, lines 1-2 and Col.3, lines 33-38. where keypad is disclosed to input 
data or phone number), 

conveying via a first protocol the received address from the personal data 
assistant to a host interface portion together with commands instructing the host 
interface portion to initiate a facsimile delivery (Pasonen, Col.4, lines 4-7); 

establishing a communication session between the host interface portion 
and a forwarding facility (Pasonen, Col.3, lines 11-13); 

conveying during the first communication session via a second protocol 
the received address from the host interface portion to the fonwarding facility (Pasonen, 
Col.3. lines 11-13); 

conveying during the first communication session via a facsimile protocol 
an image from a fax function associated with the host interface portion to the fonwarding 
facility (Pasonen, Col.4, lines 4-12 and lines 36-42); and 

delivering the image as an electronic file from the forwarding facility to 
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the email address received at the personal data assistant (Pasonen, Co|.4, line 52 and 
Col.5, line 6). 

11. As to claim 18, Pasonen and Grob disclose the invention substantially as in 
parent claim 16, including, the transmitting step including at least the step of delivering, 
to the email address entered, an email message containing a faxed document as an 
attachment and containing custom text entered (Pasonen, Col.5, lines 1-6, where 
sending facsimile is delivering step and obviously any additional text can be entered at 
the fax machine and Email attachment is well know in the art). Pasonen, however, is 
silent on disclosing a fax machine interface with a personal data assistant. Grob 
however discloses a system for interaction with a fax machine and sending fax to email 
communications wherein the fax machine interfaces with a personal data assistant 
(Grob, Fig.1, Col.2. lines 1-2 and Col.4, lines 15-21). 

12. As to claim 19, Pasonen and Grob disclose the invention substantially as in 
parent claim 16, including, the transmitting step including at least the transmission of a 
document, which begins as a hardcopy (Pasonen, Col.4, line 4 - Col.5, line 6,where 
facsimile is sent to a subscriber and obviously fax starts with hardcopy setting up on fax 
machine), from a fax enabled device to a fonA/arding facility via facsimile protocol and 
the delivery of the document as an electronic file to the email address (Pasonen, Col.4, 
line 4 - Col.5, line 6, where fax is fonwarded to LANS which has electronic mail system 
to deliver the fax to corresponding email address for destination phone number). 
Pasonen is silent on, fax machine interfaced with personal data assistant. Grob 
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however discloses a system for interaction with a fax machine and sending fax to email 
communications wherein the fax machine interfaces with a personal data assistant 
(Grob, Fig.1, Col.2, lines 1-2 and Col.4, lines 15-21). 

13. As to claim 20, Pasonen and Grob disclose the invention substantially as in 
parent claim 16, including, further including the step of transmitting custom text and the 
email address to a server across a first communication network (Pasonen, Col.4, lines 
4-9, where facsimile is sent to the subscriber using telephone network and it is obvious 
that any additional text can be entered at fax machine) and during a single 
communication session on that first network (Pasonen, Col.4, lines 4-9, it is well known 
in the art that fax machines are capable of sending fax in a single transmission), and the 
creation at the server of an email message containing the custom text, and transmission 
of the email message from the server to the email address (Pasonen, Col. 4, line 4 - 
Col.5, line 6). 

Although the system disclosed by Pasonen shows substantial features of the 
claimed invention, Pasonen is silent on, means wherein the originating device interfaces 
with a personal data assistant for address entry. 

Grob however discloses, the system for interaction with a fax machine and 
sending fax to email communications wherein the originating device interface with a 
personal data assistant for address entry (Grob, Fig.1, Col.2, lines 1-2 and Col.4, lines 
15-21). 
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14. As to claim 21 , Pasonen and Grob disclose the invention substantially as in 
parent claim 16, Including, entering into a personal data assistant, at any time or place, 
email addresses (Grob, Col.3, lines 33-38, where keypad is disclosed to enter data or 
phone numbers where obviously client profile contains mail address, email address and 
various other information and is well known in the art in reference to PDA); 

placing related hard copy documents into the scanner of a fax function (Pasonen, 
Col.4, lines 4-7); 

communicating the email addresses to a host interface portion (Pasonen, Col.4, 
line 4-21); 

communicating the image data from the fax function to the addresses entered 
(Pasonen, Col.4, line 52 - Col.5, line 6). 

Although the system disclosed by Pasonen shows substantial features of the 
claimed invention, Pasonen is silent on, means wherein the originating device interfaces 
with a personal data assistant for address entry. 

Grob however discloses, the system for interaction with a fax machine and 
sending fax to email communications wherein the originating device interface with a 
personal data assistant for address entry (Grob, Fig.1, Col.2, lines 1-2 and Col.4, lines 
15-21). 

15. As to claim 23, Pasonen and Grob disclose the invention substantially as in 
parent claim 21 , including, initiating a connection to a fonwarding facility by the host 
interface portion dialing a pre-established address for accessing a server (Pasonen, 
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Col.4, lines 22-28, where facsimile is transmitted to a phone number which is pre- 
established address, where obviously any fax or transmission goes via server), to open 
a communication line between the host interface portion and the forwarding facility 
(Pasonen, Col.4, lines 5-9, where number routes to the facsimile system), and releasing 
the communication line for direct connection between the fonwarding facility and the fax 
function (Pasonen, Col.4, lines 22-28, where line is checked before making a facsimile 
transmission means releasing the line for direct transmission to fax). 

16. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references, as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It. is respectfully requested from the applicant in preparing 
responses, to fully consider the references in its entirety as potentially teaching of all or 
part of the claimed invention, as well as the context. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tauqir Hussain whose telephone number is 571-270- 
1247. The examiner can normally be reached on 7:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571 272 3913. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. I 
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